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Application No. 

10/626,724 


Applicant(s) 

SIBBESEN, OLE 


Examiner 

Manjunath N. Rao, Ph,D. 


Art Unit 

1652 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- tf NO period for reply is specified above, the maximum statutory period will apply and v^ill expWe SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to (X)mmunication(s) filed on 18 August 2003 . 
2a)n This action is FINAL. 2b)l3 This action is non-finaL 

3) D Since this application is in condition for allowance except for foanal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) E1 Claim(s) 44 is/are rejected. 

?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 25 July 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 185(a). 

Replacenaent drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)l3 Some * 0)0 None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachnnent(s) 

1) 13 Notice of References Cited {PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 13 Information Disclosure Statement(s) {PTO-1449 or PTO/SB/08) 

Paper No(s)/Mai{ Date 8/03 . 



4) n Interview Summary (PTO-413) 

Paper No(syMall Date. . 

5) EH Notice of Informal Patent Application (PTO-152) 

6) ^ Other: Se^t/^ve-cje^icjvxyvve^ 
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DETAILED ACTION 

Claim 44 is currently pending in this application. Claims 1-43 have been cancelled in this 
application. 



Priority 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copies of all three foreign priority documents have not been 
received A certified copy of only UK 9828599.2, 12-23-1998 has been filed in parent 
Application No. 09/869155, filed on 10-1-01. AppKcants are urged to file the remaining two 
foreign priority documents if they want to claim the benefit of the same. 

Drawings 

Drawings submitted in this application are accepted by the Examiner for examination 
purposes only. 



Specification 

Examiner notes that appUcants have not updated the relationship of the instant apphcation 
to its parent application that has matured in to a US patent. Examiner urges applicants to amend 
said information by providing the US patent number in response to this Office action. 



The disclosure is objected to because of the following informahties: The disclosure is 
objected to because it contains an embedded hyperlink and/or other form of browser-executable 
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code (for example see page 7). Applicant is required to delete an such embedded hyperlink 
and/or other form of browser-executable code. See MPEP § 608,01, Appropriate correction is 
required. 



Claim Rejections - 35 USC§101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claim 44 is rejected under 35 U.S.C. 101 because the claimed invention is directed to 
non-statutory subject matter. Claim 44 is drawn to "A xylanase comprising. . which reads on 
the product of nature. Claims drawn to products of nature are considered non-statutory and 
therefore is rejected under 35 U.S.C. 101. Examiner suggests amending the claim to recite "An 
isolated or purified xylanase comprising. . ." to show the hand of man and to overcome this 
rejection. 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 44 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. Claim 44 recites the phrase "sequence presented as SEQ ID NO: 5". It is not clear 
to the Examiner as to whether the claimed xylanase actually coiiq)rises the sequence SEQ ID 
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NO: 5 or whether said SEQ ID NO: 5 is a representative sequence or whether it is just emblematic 
sequence. Examiner suggests deletion of the phrase and referring the xylanase directly to the 
SEQ BD NO such as "comprising the amino acid sequence SEQ ID N0:5". 

Claim Rejections - 35 USC§102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent xinless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

Claim 44 is rejected under 35 U.S.C. 102(b) as being anticipated by either Wolf et al. 
(Microbiology. 1995 Feb;141 ( Pt 2):281-90) or Paice MG et al. (Arch. Microbiol., 1986, Vol. 
144, pages 201-206), This rejection is based upon the public availability of printed pubUcation. 
Claim 44 of the instant application is drawn to a xylanase comprising the amino acid sequence 
SEQ ID NO: 5. Wolf et al. or Paice et al. disclose a xylanase which has an amino acid sequence 
that is 100% identical to that of SEQ ID NO: 5 (see enclosed sequence alignment). Therefore, 
Wolf et al. or Paice et al. anticipate claim 44 as written. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in pubUc policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Omum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed teraiinal disclaimer in compliance with 37 CFR 1.321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
apphcation. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR3,73(b). 

Claim 44 is rejected under the judicially created doctrine of obviousness-type double 
patenting as being unpatentable over claim 10 of co-pending application 10/626583. An 
obviousness-type double patenting rejection is appropriate where the conflicting claims are not 
identical, but an examined apphcation claim is not patentably distinct from the reference claim, 
because the examined claim is either anticipated by, or would have been obvious over the 
reference claim. See, e.g., In re Berg, 140 F.3d 1428,46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi 759 F.2d 887,225 
USPQ 645 (Fed. Cir. 1985). Although the conflicting claims are not identical, they are not 
patentably distinct from each other. Claim 44 of the instant apphcation and claims 10 of the 
reference patent are both directed to xylanase having an amino acid sequence SEQ ID NO: 5. 
While the instant apphcation claims the xylanase as such, the co-pending application claims a 
dough comprising said xylanase. Among all the different ways one can claim the xylanase, the 
way the xylanase is claimed in the instant apphcation and in the reference apphcation, are 
identical to one another. The portion of the specification (and the claims) in the reference 
apphcation that supports the recited amino acid sequence SEQ ID NO: 5 anticipates the xylanase 
claimed in claim 44 herein. Claim of the instant apphcation hsted above cannot be considered 
patentably distinct over claim 10 of the reference application when there is specifically recited 
embodiment that would anticipate mainly claim 44 of the instant apphcation. Alternatively, 
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claiins 44 cannot be considered patentably distinct over claims 10 of the reference application 
when there is specifically disclosed embodiment in the reference appHcation that supports claim 
10 of that application and falls within the scope of claim 44 herein because it would have been 
obvious to one having ordinary skill in the art to modify claims 10 of the reference by selecting a 
specifically disclosed embodiment that supports that claim. One of ordinary skill in the art 
would have been motivated to do this because that embodiment is disclosed as being a preferred 
embodiment within claim 10 of the reference application. 



Conclusion 

Claim 44 remains rejected. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Manjunath N. Rao, Ph.D. whose telephone number is 571-272- 
0939. The Examiner can normally be reached on 7.00 a.ni to 3.30 p.m. If attempts to reach the 
examiner by telephone are unsuccessful, the Examiner's supervisor, Ponnathapura 
Achutamurthy can be reached on 571-272-0928. The fax phone numbers for the organization 
where this apphcation or proceeding is assigned is 571-273-8300 for regular communications 
and for After Final communications. Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the receptionist whose telephone number is 
571-272-1600. 



Manjunath N. Rao, Ph.D. |' 
Primary Examiner 
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